PTO/SB/21 (09-04) 
Approved for use through 07/31/2006. 0MB 0651-0031 
U.S. Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE 



Under »M Paoerwork Reduction Act of 1995. no Persons 


. are reouired to resoond to a nnllertion of Information unless it diSDiavs a valid QMS CQhtrol . number. 


TRANSMITTAL 

rUKIVI 

{to be used for all correspondence after initial filing) 


Application Number 


<^ 1 1 0 O 0 ^ O ^ I 


Filing Date 




First Named Inventor 




Art Unit 


i675 


Examiner Name 


fY\,f/^l4^jN Liu. 


\^ Total Number of Pages in This Submission ^ 


Attorney Docket Number 


J 



ENCLOSURES (Check all that apply) 



□ 



Fee Transmittal Form 

□ 



Fee Attached 



I ^ Amendment^^^^ 



□ 
□ 
□ 

□ 
□ 



After Final 
I I Affidavits/declaration(s) 
Extension of Time Request 
Express Abandonment Request 
Information Disclosure Statement 



Certified Copy of Priority 
Document(s) 

Reply to Missing Parts/ 
Incomplete Application 

□ Reply to Missing Parts 
under 37 CFR 1.52 or1.53 



□ 
□ 

□ 
□ 
□ 
□ 
□ 
□ 



Drawing(s) 

Licensing-related Papers 
Petition 

Petition to Convert to a 
Provisional Application 
Power of Attorney, Revocation 
Change of Correspondence Address 

Terminal Disclaimer 
Request for Refund 

CD, Number of CD(s) 

I I Landscape Table on CD 



□ 
□ 

□ 
□ 
□ 



After Allowance Communication to TC 

Appeal Communication to Board 
of Appeals and Interferences 

Appeal Communication to TC 
(Appeal Notice, Brief, Reply Brief) 

Proprietary Information 



Status Letter 

Other Enclosure(s) (please Identify 
below): 



Remarks 



SIGNATURE OF APPLICANT, ATTORNEY, OR AGENT 



Firm Name 



'^1^1: A M,. ' 



Signature 




Printed name 



'^06,^f s. G/IA 



Date 



Reg. No. 



CERTIFICATE OF TRANSMISSION/MAILING 



I hereby certify that this correspondence is being facsimile transmitted to the USPTO or deposited with the United States Postal Service with 
sufficient postage as first class maiMr^afrenyelope addressed to: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450 on 
the date shown below: J 



Signature 



\Typed or printed name 



Date 



This collection of information Is required by 37 CFR 1 .5. The information is r/quired to obtain or retain a benefit by the public which is to file (and by the USPTO to 
process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 andl.l4. This collection is estimated to 2 hours to complete, including 
gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the 
amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and 
Trademark Office. U.S. Department of Commerce, P.O. Box 1450, Alexandria. VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS 
ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 



If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2. 




Applicant's Statement of Summary of Interview 




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Applicant: Robin S. Gray 



Group Art Unit: 2675 



Serial Number: 09/888,819 



Preliminary Classification: 345 



Filing Date: June 25, 2001 



Examiner: Ming-Hun Liu 



Title: MOUSE POINTING DEVICE 



Date: March 24, 2005 



WITH INTEGRATED TOUCH BUTTONS 

STATEMENT OF THE SUBSTANCE OF THE PERSONAL INTERVIEW OF 



Honorable Commissioner for Patents 
Washington, D.C. 20231 

SIR: 

This is Applicant's statement of the substance of the personal interview conducted 
on March 23, 2005. 

Remarks begin on Page 2. 



MARCH 23,2005 



Applicant's Statement of Summary of Interview Serial Number: 09/888,819 

Summary of Personal Interview : 

Applicant wishes to thank Examiners Liu and Nugyen for their time during the personal 
interview conducted on March 23, 2005. 

It is noted that the interview focused on claims 23 and 32 with respect to an improper 
basis of rejection. Additionally, independent claims 1, 6, and 13 were discussed with respect to 
the applied references. 

Regarding independent claim 1, Examiners Liu and Nugyen agreed that the applied 
references of Logan et al. and Scholder et al. used to reject claim 1 do not , in fact, teach 
Applicant's claimed invention and would be allowable, subject to an updated search. 

Regarding independent claim 6, the Examiners suggested that incorporating dependent 
claim 10 into independent claim 6 would claim the invention and overcome the applied references 
of Logan et al. and Scholder et al. and place the combination of claims 6 and 10 in condition for 
allowance, subject to an updated search. 

Regarding claim 13, the Examiners suggested that incorporating dependent claim 17 into 
independent claim 13 would claim the invention and overcome the references of Chiang and 
Logan et al. and place the combination of claims 13 and 17 in condition for allowance, subject to 
an updated search. 

Applicant believes that independent claims 1, 6, and 13, as currently presented, define 
over the applied references. The following is a summary of the arguments that were presented by 
Applicant during the interview. 

I. With regard to the claims 23 and 32, with respect to the improper basis of 

rejection, Applicant pointed out during the interview that: 

Basis of rejection improper - 

a. Examiner rejected dependent claim 23 under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Patent 5,327,161 to Logan and U.S Patent 5,936,555 to 
Zagnoev . It is noted, however, that claim 23 depends fi*om claim 6, which was 
rejected by the Examiner using U.S Patent 5,327,161 to Logan and U.S Patent 
5,805,144 to Scholder . 



b. Examiner rejected dependent claim 32 under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Patent 5,973,622 to Chiang in view of U.S Patent 
5,327,161 to Logan and further in view of U.S. Patent 5,473,347 to Collas et al . 
It is noted, however, that claim 32 depends from claim 6, which was rejected by 
the Examiner using U.S Patent 5,327,161 to Logan and U.S Patent 5,805,144 to 
Scholder 
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IL With regard to the claims 1 and 6 and the applied references, Applicant pointed 
out during the interview that: 

Claim Rejections - 

a. Independent Claims 1 and 6 have been rejected under 35 U.S.C. 
103(a) as being unpatentable over the combination of U.S. Patent 
No. 5,327,161 to Logan et al. and U.S. Patent No. 5,805,144 to 
Scholder et al. 

i. Examiner indicated in the rejection that '' Logan does not teach 
integrating the mechanical button with a handheld mouse system '' 
The Examiner points to Scholder et al. to teach the deficiencies of 
Logan et al and indicates that '' Scholder teaches a handheld 
mouse system with touch pad ... the user does not need to 
reposition the mouse housing in order to reposition the screen 
cursor,,. The Examiner then indicates that ''one skilled in the art 
could combine the two inventions by placing Logan's touch 
pad/mouse button with complete physical mouse as taught by 
Logan on column 3. lines 8-28 and column 2. lines 14-29,., The 
Examiner indicates, "it would have been obvious to place Logan 's 
touch pad/button onto the mouse disclosed by Scholder. 

However, it would not have been obvious to put the touch pad 
of Logan on the mouse of Scholder because: 

• At (column 4, lines 20-25 and 59-61) Scholder et al. 
teaches away from using mechanical mouse buttons. 

• The housing of Scholder et al. is not intended, designed to 
house, or to support mechanical mouse buttons, 

• Logan must physically move the mouse device (up/down) 
to invoke a highlighting operation. 

• The mouse device of Scholder must be moved to perform 
the highlighting operation. Mouse is moved across a planar 
surface. 



IIL With regard to claim 13 and the applied references, Applicant pointed out 
during the interview that: 

Claim Rejections - 

a. Independent Claim 13 has been rejected under 35 U.S.C, 103(a) as 
being unpatentable over Chiang U.S. Patent No. 5,973,622 in view of 
Logan et al. U.S. Patent No. 5,327,161. 

i. Examiner indicated that " Chiang's invention includes a track 
ball but not a track pad. As one skilled in the art understands, the two 
are essentially interchangeable input methods . " 
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— ^ It is noted that an obvious statement was not provided. However, 
to be responsive, it is believed that the Examiner intended that the 
track ball of Chiang be substituted with a touch pad. 

However, it is not obvious to replace the track ball of Chiang with 
a touch pad because: 

• At column 2, lines 9-14 and 60-65 Chiang teaches that an 
object of the invention is to generate signals as those generated 
for directional or control keys. 

• Chiang also teaches at column 1, lines 43-51 that traditional 
pointing devices and the way to use the pointing devices are 
different from the four direction keys and the signals generated 
by these devices which are used to move a pointer and not a 
cursor. 

• The actuator of Chiang and the pointing device of Logan have 
different functions and are not combinable because the track 
ball of Chiang is used for rolling and positioning a cursor, 
where a touch pad is used to reposition a pointer. A touch pad 
in Chiang would destroy the Chiang invention. Further, 
Chiang teaches away from using touch pads. 

• Additionally, pressing the actuator of Chiang will not invoke a 
highlighting mode, nor is it intended to invoke a highlighting 
mode. When the switch 40 is being pressed by actuator 20, the 
four predefined directions of the actuator generate signals for 
four control keys - page-up, page-down, home key, and end- 
key. When in the up position, the actuator 20 functions the 
four predetermined directions of the actuator 20 are used to 
generate the four direction signals. 

For these reasons, Applicant submits that the references of Logan et aL, Scholder 
et al., Chiang, Zagnoev, and Collas et al., either alone or in combination, do not suggest 
or make obvious the claimed subject matter of Applicant's claimed invention. 

Accordingly, the Examiner has not shown that the product of the combination of 
any of the above-cited references is structurally and functionally the same as Applicant's 
claimed product and the Examiner is requested to withdraw this rejection and allow the 
claims. 
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Applicant respectfully submits that the above arguments place the application for 
patent in condition for allowance and early notification to that effect is respectfully 
requested. 



Respectfully submitted, 
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